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Ohtani et al 
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Robert Kunemund 



Group Art Unit 
1765 




X Responsive to communication(s) filed on Jul 24, 2000 . . * 

X This action is FINAL. 

Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 

in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 ; 453 O.G. 21 3. 

A shortened statutory period for response to this action is set to expire 3 month(s), or thirty days whichever 

i Zel from the mailing date of this communication. Faiiure to respond within the period for response w, cause .the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obta.ned under the prov,s.ons of 
37 CFR 1.136(a). 



Disposition of Claims 

X Claim(s) 1-3, 5-8, 10-14, and 16-48 



is/are pending in the application. 



Of the above, claim(s) 
X Claim(s) 37-48 



X Claim (s) 1-3, 5-8, 10-14, and 16-36 

Claim(s) „ 

Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

] See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

: The drawing(s) filed on is/are objected to by the Examiner. 

is l i approved 



disapproved. 



] The proposed drawing correction, filed on 
The specification is objected to oy the Examine! . 
■ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d). 
□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 
[ ■■ received. 

] received in Application No. (Series Code/Serial Number) . ■ 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
* Certified copies not received: 



Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e). 



Attachment(s) 

Notice of References Cited, PTO-892 
X Information Disclosure Statement(s), PTO-1449, Paper No(s) 
Interview Summary, PTO-413 

Notice of Draftsperson's Patent Drawing Review, PTO-948 
Notice of Informal Patent Application, PTO-152 
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Office Action Summary 



Part of Paper No. 



Application/Control Number: 08/690,747 Pa 8 e 1 

Art Unit: 1763 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the same and shall set forth the best mode contemplated by the inventor of 
carry ing out his invention. 

Claims 1, 6, 22 , 23 and 26-28 are rejected under 35 U.S.C. 1 12, first paragraph, as 
containing subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. There is no support in the specification as 
originally filed for the invention as is now claimed. There is no teaching to support the phrase "at 
least a channel". This phrase indicates that other device parts or things may be present. The 
specification does not state or give guidance to these other possibilities. 



lUttlW UU\Jli luv 



1 . The nonstatutory doubie patenting rejection is based un a judicially crcat 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir 1993) In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F 2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619(CCPA 
1970);and, /// re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321© may be ujjed to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1 . 130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CfR 3.73(b). 



Claims 1-3, 5-8, 10-14, and 16 to 36 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-18 of U.S. Patent No. 
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Art Unit. 1763 

5,580,792. Although the conflicting claims are not identical, they are not patentably distinct from 
each other because the sole difference is the place of etching. However, in the absence of 
unobvious results, it would have been obvious to one of ordinary skill in the art to determine 
through routine experimentation the optimum, operable placement of etching in order to remove 

metal or grain boundaries 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S.C. 103(a), the examiner presumes thai the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103© and potential 35 
U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-3, 5-8, 10-14, and 16 to 36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nakajima et al in view of Gibson. 

The Nakajima et al reference teaches a method of silicon crystal growth. On a substrate, a 
catalyst for growth is applied. Then an amorphous layer is deposited onto the metal, the resulting 
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« is then annealed in order to crystallize the sihcon. The s,Hco„ can be patterned ,c from 
island. The sole difference between the instant claims and the prior ar, is the etching However, 
the Gibson reference teaches a method of etching silicon layers which have been grown with a 
catalyst in the area of the catalyst, note col. 3. 1, would have been obvious ,0 one of ord.nary sk„, 
in the ar, to modify the Nakajima e. al process by the teachings of the Gibson reference to etch ,n 
order to remove ,he metal catalyst which lower the output of the device formed on such layers. 
Claims 1-3. 5-8. 10-14. and 16 to 36 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over U.S. Patents 5,580,792 

The 5,580.792 reference teaches a method of silicon crystal growth. On a substrate, a 

catalys, for growth is applied. Then an amorphous layer is deposned onto the metal, the resulting 
; . .„ „,.,, ;„ „„w to crvstallize the silicon. The silicon can be patterned to from 

StniCtUie 1I> men aiuivuivu -j 

island and is etched after the heating step. The sole difference between the instan, clatms and the 
prior ar, is the etching placemen,. However, in the absence of unobvious results, i, would have 
been obvious ,o one of ordinary skill in ,he ar, to determine through routine experimentation the 
optimum, operable placement of the etching in the 5,580,792 reference in order to form the 
desired island sizes and remove metals. 

Rri pnn.se to A pr'"'"'" ' v Ar ™ mmis 
Applicant's arguments filed July 24, 2000 have been My considered but they are 

not persuasive. 
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The rejection over .he Nakajima e« al reference will be maintained as the certified English 
translation of the foreign priority document submitted ,0 the Patent Office does not te,ch the 
invention as is now claimed. The translation does no, mention the "a. leas, a channel". 

Applicants' argument concerning the 5,580.792 paten, is noted. However, lumping is no, 
claimed and there is no difference seen in the process steps recited in the instant clainjbeside the 
etching The reference does teach the removal of the metals and that etching step can be varied 
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so as 



,„ create .he desired islands Therefore, .he instant claims are obvious ,o one of ord.nary 



skill in the art. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 

policy as set forth in 37 CFR 1 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mauing date of this final action and the advisory action is not ma,le.d until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 

^ * r ™iv exnire later than SIX MONTHS from the mailing date 

however, win xne siauuuiy ^. *~ r ^ --r 

of this final action. 



Any inou.ry concerning this —cation or earlier — ^ h " r 
should be directed to Robert Kunemund whose telephone number m s ( 703 ) 308 1 09 1 . 1 he 
examiner can normally be reached on Monday through Fnday from 7.00 to ,.30. , 

,f attempts to reach the examiner by telephone are unsuccessful the e-W-^ 
IJtech can be reached on (703) 308-3324. The fax phone number for this Group ,s (703) 30. 

3599. 

Any inquiry of a general na.ure or re.a.ing ,o .he s.a.us of .his ■J^^p** *»" * 
directed to the Group receptionist whose telephone number ,s (703) 308-066 1 
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